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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 1 6 
September 2009 has been entered. 

Status of the Claims 

Claims 1-9 are pending wherein claim 1 is amended and claim 4 is withdrawn 
from consideration. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Trigg etal. (US 2,904,875). 
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In regards to claims 1-2 and 5, Trigg et al. ('875) discloses passing strips of 
magnetic material such as silicon-iron alloys, nickel-iron alloys, cobalt-iron alloys and 
the like through an aqueous coating composition comprising melamine-formaldehyde 
resin wherein after passing the magnetic material through the coating composition, the 
strips are wound and then placed in an annealing furnace (Example III and col. 5, lines 
3-13). In the annealing furnace, all traces of alcohol, water and melamine-formaldehyde 
resin and decomposition products are removed (Example III). 

The Examiner notes that because Trigg et al. ('875) discloses heating together 
the magnetic (metallic) material and the resin, removal of a passive film would be 
expected. MPEP 21 12.01 I. 

In regards to claim 3, Trigg et al. ('875) discloses that the application of the 
melamine-formaldehyde resin would occur by a composition having 470 parts of 
melamine-formaldehyde resin, 210 parts of magnesium hydroxide, 4 parts bentonite, 
1500 parts isopropyl alcohol, and 1500 parts water (solvent) (Example III). 

Claims 1 and 5-9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Lerche etal. (DD 296 967). 

In regards to claims 1 , 5 and 8-9, Lerche et al. (DD '967) discloses coating a 
steel X 45 CrNiW 18.9 testpiece with an aqueous solution comprising 0.03 weight 
percent melamine (resin) at a temperature of 95°C and then gas-oxynitriding the 
testpiece for 18 hours at 570°C (Example 1). 
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The Examiner notes that because Lerche et al. (DD '967) discloses heating the 
steel and the amino resin together and the instant specification states that when a heat 
treatment is performed in the presence of the amino resin, the amino resin decomposes 
(page 4, lines 17-20), removal of the passive film and decomposition of the amino resin 
would be expected. MPEP 2112.01 I. 

Mn regards to claims 6-7, Lerche et al. (DD '967) discloses that the nitride layer 
having increased hardness would be 0.1 mm in depth (Example 1). 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3 and 5-7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Furono (US 4,504,324). 

In regards to claims 1 and 5, Furono ('324) discloses a method of removing a 
spontaneously formed oxide film (passive film) on the surface of an aluminum alloy 
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plate by heating in a 7% aqueous sodium hydroxide solution at 55°C for 3 minutes; 
dipping the aluminum alloy into commercial reagent grade nitric acid; electrodepositing 
by using an electrodeposition bath of water soluable acryl melamine resin, which would 
read on the melamine resin as recited in claim 5, and passing a direct current to the 
bath at 30°C for 2.5 minutes; and then baking for 30 minutes at 190°C (Comparative 
Example 1). Alternatively, in Comparative Example 1, Furono ('324) does not specify 
that the nitric acid concentration would be high enough to bring the aluminum alloy plate 
to a passive state (col. 6, lines 39-55). However, it would have been obvious to one of 
ordinary skill in the art to modify the nitric acid concentration in order to achieve the 
desired aluminum surface passivity. MPEP 2144.05 II. 

With respect to the recitation "wherein the removing comprises heating together 
said metal material and an amino resin.", the Examiner notes that the plate would be in 
the resin when the current is applied to the bath (thus heating the plate) and then baked 
at 190°C (where the resin has been deposited on the plate). 

With respect to the amended recitation "wherein the heating decomposes the 
amino resin" in line 5 of claim 1 , the Examiner notes that the instant specification states 
that when a heat treatment is performed in the presence of the amino resin, the amino 
resin decomposes (page 4, lines 17-20). Therefore, any elevation in temperature would 
result in the decomposition of the amino resin, which would include baking for 30 
minutes at 190°C, as disclosed by Furono ('324) (Comparative Example 1). 

In regards to claims 2, Furono ('324) discloses baking at 190°C (which would 
occur in a furnace or oven) after electrodeposition (Comparative Example 1). 
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In regards to claim 3, Furono ('324) discloses an electrodeposition bath of water 
soluable acryl melamine resin (solvent) (Comparative Example 1). 

In regards to claim 6-7, Furono ('324) discloses a coated aluminum plate 
(compound layer) after baking at 190°C (Comparative Example 1). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Furono (US 4,504,324) as applied to claims 6-7 above, and further in view of Gredelj et 
al. (Characterization of aluminum surfaces with and without plasma nitriding by X-ray 
photoelectron spectroscopy). 

In regards to claims 8-9, Furono ('324) discloses a method of removing a 
spontaneously formed oxide film (passive film) on the surface of an aluminum (abstract) 
or aluminum alloy plate as shown above, but Furono ('324) does not specify nitriding or 
carburizing. 

Gredelj et al. discloses that plasma nitriding can be used for surface hardening 
aluminum if the native aluminum oxide layer is removed (pg. 240, col. 2). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to apply plasma nitriding, as disclosed by Gredelj et al., to 
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the aluminum having a removed oxide film, as disclosed by Furono ('324), in order to 
successfully harden the surface of the aluminum, as disclosed by Gredelj et al. (pg. 240, 
col. 2). 

Response to Arguments 

Applicant's arguments filed 1 September 2009 have been fully considered but 
they are not persuasive. 

The Applicant primarily argues that Furono ('324) fails to disclose or suggest 
"wherein the heating decomposes the amino resin" as recited in claim 1 . The Applicant 
further argues that the electrodepositing and the baking of Furono ('324) cannot 
correspond to the heating of the present invention since Furono ('324) fails to disclose 
or suggest that the electrodepositing and the baking decomposes the resin and Furono 
('324) describes electrodepositing and baking would cause the resin to be 
electrodeposited on the plate. 

In response, the Examiner notes that the instant specification states that when a 
heat treatment is performed in the presence of the amino resin, the amino resin 
decomposes (page 4, lines 17-20). Therefore, any elevation in temperature would result 
in the decomposition of the amino resin, which would include baking for 30 minutes at 
190°C, as disclosed by Furono ('324) (Comparative Example 1). The coating that forms 
on the surface of the aluminum in Furono ('324) is not that of melamine resin, but rather 
boehmite (hydrous aluminum oxide) (col. 6, line 65 - col. 7, line 7). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jessee Roe whose telephone number is (571)272-5938. 
The examiner can normally be reached on Monday-Thursday and alternate Fridays 7:00 
AM -4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy V. King can be reached on (571 ) 272-1 244. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 

/JR/ 



